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Deax Examiner Robinson: 

Further to our telephone discussions of June 21 and 22, 2004, telefaxed 
herewith please find a Terminal Disdaimer disclaiming the terminal part of U-S,S.N. 
10/670il82, filed September 24, 2003 over the term of grandparent application and 
now issued U.S. Patent No. 6»388,084. Also enclosed, a$ discussed, is a Supplemental 
Information Disclosure Statement citing 3 additional patents. 

We thank you for the courtesies extended in agreeing to telefax delivery of the 
above documents in order to facilitate allowance of die claims over the '084 patent 
and consideration of the supplemental references. 

Respectfully submitted- 
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ro 



to 



Dennis P. Tramaloni 
(Reg. No. 28,542) 
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TRANSMITTAL 
FORM 

(tOb9 usod for aH cOfT^ondenoe after k\m Mag) 


Appiicatfon Number 


10/670,182 >i 


Filing Date 


September 24, 2003 


First Named Invanbgr 


Kaplan 


Art Unit 


1625 


Examiner Name 


Binta Robinson 


\^ Total Numbar of P^ges in This SubmJsslQn 




Attorney Dockdi Number 


20615 US4 J 



ENCLOSURES {Cheek ali that tipply) 



□ 
□ 

□ 
□ 

□ 
□ 



Transmittal Foim 

Q Fee Attached 

Amendment/Reply 
□ After Fin^l 

□ 

Extension of Time Recpiest 
Express Abandonment Requaet 
Infbrmation Disdofiurv Siatemem 
Certified Copy of Priority 

Response to Missing Part$/ 
tncomplate Application 

□ Response to Missing Parts 
under 37 CFR 1 .52 or 1,53 



□ 
□ 
□ 
□ 
□ 

□ 
□ 



0rawhig(a) 

Licenslng-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Povver of Attorney, Revocation 
Change of Correspondence Address 

Tarminal Disclaimer 
Request for Rafund 
CD, Number of CD(e) 



Rernarks 



□ 
□ 
□ 
□ 
□ 



After Allowance communication 
to Group 

Appeal Communication to Board 
of Apprals and Int^rferencGS 
Appaal Communication to Group 
(Appeal Nottfie, Bhflf. Reply Brlvf) 



Propriafary Infomiatlan 
Status Letter 

Other Enclo$ure(s) (plaa&e 
Identify below): 



Form 1449 



^3 



SIGNATURE OF APPLlCANTp ATTORNEY, OR AGENT 



Flm^ 
or 

Individual name 



Dennis P. Tramaloni 



June 22, 2004' 



Stgnature 



Date 





CERTIFICATE OF TRANSMISSION/MAILING 






\ hereby ceiify that this correspondence ie being facaimile transmlttad to the USPTO or deposiiad with the United Statas Postal 8eivk» with 
sufficient po^ge as first dasa mail In an envelope addra&Eed to: Commiesioner for Patents, P.O. Bg^ 1450, Ale)(andr1a. VA 2:3313-1450 on 

the data shown below. 


Typed or printed nama 


Dennis P. Tramaloni 


\Slgnsture 


IL^>-Xly^ J 


Date 


June 22, 2004 J 



ThlB Doilecbon of rnformdrton is required by 37 CFR 1 .5. The InTormation Is r^u'r«d to obtain or relain a ban^t by the publlb wftjch is to file (9nd by (ha USPTO to 
process) an application. ConrfjdsrtlalHy is govamed l>y 35 U.S.C. 122 and 37 CFR 1 .14. This collecdon IS estimated tg 2 hOure to complcle, indudlng 
gath^rtng, preparing, and $ubmitling tne oomptelad sppifc^tlon form to the OSPTO. Time will VAry depending \Jpon the Individual casa. Any wmmenta on the 
amount of time you rsqufre to complete Ihfs fotm ano/or suggeaaons forreducinfl this burden, should Iks sent to the ChiCf [nfomiatloft Offiow, U.S. Palsnt and 
TrademarK OfflcB> U.S. Department of CommeKt. P.O. Box 1450, Alexandrta, VA 2231 3-145Q. DO NOT S«ND FEES OR COMPLETED F0RIVI8 TO ThiS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. BdX 1450, Alexancfria, VA 22313-1450. 



ifyov need as^i^noe in comftt^ting ihe fbrm, caH Y*dOO-PTO-9f 99 ond 99lect opikwt 2. 
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In re Patent Application 
G.L. Kaplan et al. 



IN THE UNTTED STATES PATENT AND TRADEMARK OFFICE 



PATENT APPUCATION 




1 



Group: 1625 



Serial No. 10/670,182 filed September 24, 2003 
Docket No. 20515US4 



Examiner: Binta Robinson 



For: 4-PYRIDINYL-N-ACYL-L-PHENYLALANINES 



TERMINAL DISCLAIMER 



Nutley, New Jersey 07 1 1 0 
June 22, 2004 



Commissioner for Patenls 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Sir: 

Hofifinann-La Roche Inc., a corporation of the state of New Jersey, having an office at 
340 Kingsland Street, Nutley, New Jersey 071 1 0, is the assignee of the entire right, title and 
interest in and to the invention described and claimed in the captioned application for Letters 
Patent of the United States, and in and to said application and in and to any and all Letters Patent 
of the United States which may issue from said application, by virtue of an Assignment by 
Gerald Lewis Kaplan, Achyutharao Siddurt and Jefferson Wright Tilley to Hofi&nana-La Roche 
Inc., recorded in the United States Patent and Trademark Office on June 4. 2001 at reel Oil 856, 
frame 3761. 
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Serial No. 10/670,182 
Hoffinazm-La Roche Inc. hereby certifies that the evidentiary documents have been 
reviewed, and, to the best of Hoffinann-La Roche Lie's knowledge and belief, title to the 
captioned application is in Hoffinann-La Roche Inc. 

Hoffinann-La Roche Inc. hereby disclaims, except as provided belovv^, the tenninal part of 
the statutory term of any patent granted on the optioned application which would extend beyond 
the expiration date, including any extension obtained under 35 USC 156, of U.S. Patent No, 
6,388,084 issued May 14, 2002. 

Hoffinann-La Roche Inc. further agrees that any patent so granted on the captioned 
application, together with any right to recover for its violation, shall be enforceable only for and 
during such period that the legal titie to any patent granted on the captioned application shall be 
the same as the legal titie to U.S. Patent No. 6,388,084 issued May 14, 2002. This agreement to 
run witii any patent granted on the captioned application and to be binding upon the grantee, its 
successors or assigns. 

Hofftnann-La Roche Inc. does not disclaim tite terminal part of the term of any patent 
granted on die captioned application prior to the expiration date of tiie full statutory term as 
defined in 35 U.S.C 154 to 156 and 173 of U.S. Patent No, 6,388,084 issued May 14, 2002, as 
^iresentiy shortened by any terminal disclaimer, m tiie event tiiat said patent; ejcpires for failure to 
pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 

2 
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serial No. 10/670,182 
jurisdictioa, is statutorily disclaimed in vrhole or tenninally disclaimed under 37 C.F.R. 1 .321 , 
has all claims cancelled by a reexamination certificate, is reissued, or is in any maimer terminated 
prior to the e>cpiration of its fiiU statutory term as presently shortened by any terminal disclaimer. 

Hoffinaim-La Roche Inc. makes the above disclaimer wthout prejudice to its rights to 
extend, xjnder 35 U.S.C. 154-156, the term of any U.S. patent granted on the captioned 
application beyond the term provided by this Terminal Disclaimer. 

The xmdcrsigaed has authority to sign on behalf of Hoffinann-La Roche Inc. as an 
attorney of record in the above captioned application. 

The statutory fee of one hundred ten dollars ($1 10.00) is being charged to Deposit 
Account No. 08-2525 as per the document submitted herewith in triplicate- The Conunissioner 
is hereby authorized to charge any fees which may be required, or credit any over payment to 

Account No. 08-2525. 

I declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or bothj under Section 1001 of Title 18 of the United States 
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Serial no. 10/670,182 
Code and that such willful false statemefnts may jcopardi^e the validity of the application or any 
patent issuing theteon. 



Signed atNutley, State of New Jersey, this 22 day of June, 2004. 



Respectfully submitted, 



Attorney for Appllcant(s) 
Dennis P. Tramaloni 
(Reg. No. 28,542) 
340 Kingsland Street 
Nutley, New Jersey 07110 
Telephone: (973)235-4475 
Telefax: (973)235-2363 
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